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DETAILED ACTION 

[1] This action is responsive to Applicant's remarks/amendment filed on 02 August 2005 
with regard to the Official Office action mailed on 03 May 2005. 



Status of Claims 
[2] Claims 1-17 and 23-25 are pending. 

Claims 18-22 are cancelled. 

Drawings 

[3] New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because 37 CFR 1.83(a) requires that the drawings must show every feature of the 
invention specified in the claims. Therefore, the following limitations must be shown or the 
feature(s) canceled from the claim(s). 

Currently, "boxes" (150) are shown through the interconnecting portion, but the claims 
refer to these "boxes" as apertures. "Boxes", according to the specification may be indicia such 
as "symbols, measurements, numerals, etc. .. or a barcode, loud colors, etc." Nowhere in the 
specification or drawings is numeral 150 referred to as "apertures". The originally filed claims 
provide basis for "at least three apertures" through the interconnecting portion, and thus no new 
matter has been entered. 

Applicant is advised to employ the services of a competent patent draftsperson outside 
the Office, as the U.S. Patent and Trademark Office no longer prepares new drawings. The 
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corrected drawings are required in reply to the Office action to avoid abandonment of the 
application. The requirement for corrected drawings will not be held in abeyance. 



I. "wherein the first foot portion has only one aperture therethrough" (claims 10, 16, and 
17) 

II. "at least three apertures through the interconnecting portion corresponding to and 
aligned with the apertures of the first and second foot portions" (claims 16 and 17) 



III. "at least three apertures through the interconnecting portion substantially axially 
parallel to and aligned with the apertures of the first and second foot portions" (claim 9) 

No new matter should be entered. 

[4] Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
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renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

[5] The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

The specification must be amended to provide sufficient antecedent basis for the 
following limitations: 

I. "at least three apertures through the interconnecting portion corresponding to and 
aligned with the apertures of the first and second foot portions" (claims 16 and 17) 

II. "at least three apertures through the interconnecting portion substantially axially 
parallel to and aligned with the apertures of the first and second foot portions" (claim 9) 

[1] Currently, the specification refers to "boxes" (150) on the interconnecting portion, but the 
claims refer to these "boxes" as apertures. "Boxes", according to the specification may be indicia 
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such as "symbols, measurements, numerals, etc. . . or a barcode, loud colors, etc." Nowhere in 
the specification is numeral 150 referred to as "apertures" or "at least three apertures". The 
originally filed claims provide basis for "at least three apertures" through the interconnecting 
portion, and thus no new matter has been entered. 

Claim Objections 

[6] Claims 8, 13, and 25 are objected to because of the following informalities: 

Examiner notes that it appears Applicant is claiming alternatives in claims 8, 13, and 25. 
As written, there is some uncertainty as to what each/all the specific alternatives can be. A better 
wording would be in the form of a Markush Group. A Markush Group and its application are 
discussed in the MPEP Paragraph 2173.05(h). 
Appropriate correction is required. 

Response to Arguments 
[7] Claims 1-4, 8, and 18-22 were rejected under 35 U.S.C. 102(b) as being anticipated by 
US-5,314,160 (Larsen). Claims 1, 3-5, and 8 were rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 4,801,064 (Mangone. Jr.). Claims 1, 3-5, and 8 were rejected 
under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 4,573,469 (Golden et al.). 
Claims 1, 3-5, and 8 were rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
No. 647,169 (Vogel). Claims 1-6 and 8 were rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 389,660 (Mandel et al.). Claims 1-4, 6, and 8-15 were rejected 
under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 1.913,864 (Walpert). Claims 6 
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and 7 were rejected under 35 U.S.C. 103(a) as being obvious over any of Mandel el al., Vogel 
Golden et al, Mangone Jr., and Larsen in view of U.S. Pat. No. 5,620,289 (Curry). 

Applicant's arguments, pages 2-4, filed 02 August 2005, with respect to the previous 
rejection(s) of claim(s) 1-22 have been fully considered, but are moot in view of the substantial 
amendments made to the claims, and due to further consideration of new art. Therefore, each 
and every previous rejection under 35 U.S.C. 102(b) and 103(a) have been withdrawn. New 
ground(s) of rejection appear to the record below. 

Allowable Subject Matter 
[8] After further consideration, the previously indicated allowability of claims 9-17 is 
withdrawn in view of the new grounds of rejection below. 

New Grounds of Rejection 
Claim Rejections - 35 USC §102 
[9] The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

[10] Claims 1-4, and 8 are rejected under 35 U.S.C. 102(b) as being unpatentable over 
MacAller et al. US-5,932,844. 
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In short, when interpreted broadly, MacAller et al. show a molded body (10) designed for 
securing wire, cables, or the like, having two foot portions with either one or more apertures 
through them for use with a fastener, comprising an interconnecting portion comprising at least 
three apertures disposed therethrough. A passage is formed by the interconnecting portion to 
allow the wire to extend through the molded body. Note that the body is adapted to prevent the 
at least one fastener from abutting the wire. 



at least a pair of 
aperture* for reclavSng 
at least one fastener 



3 portion 
connects first and second 
foot portions and "forms a 
passage" adapted to retain 
a wire to a structure 



at least three apertures 
through the interconnecting 




first fool onfy has 
one aperture for 
recieving a fastener 



Alternatively, one could broadly consider.. 
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at least a pair of 
apertures for rodeving 
el least ens fastener 



at least three apertures 
through the interconnecting 
portion 



second fool portion 



first foot has et least 
for 

roc laving a fastener 




interconnecting portion 
connects first end second 
foot portions end "forms o 
passage" adapted to retain 
e wire to a structure 



Claim Rejections - 35 USC § 103 
[11] The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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[12] Claims 1-5, 8-15, 17, and 23-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vogel US-647,169 in view of Mandel et al. US-3 89,660 and Yamaguchi US- 
4,720,260. 

In short, Vogel discloses a moldable body comprising two foot portions having an 
interconnecting portion that forms a passage for a wire or the like. Each foot portion comprises 
at least one aperture to receive one or more fasteners (P) that may be wire staples. 

However, Vogel fails to comprise M at least three apertures" through the interconnecting 
portion. 

Mandrel et al. suggest at least one aperture (5) through the interconnecting portion which 
could be used as indicia, and the possibility of "only one" aperture on one of the foot portions. 




Vogel US $47,169 suggests any 
combination or arrangement of staples 



Mandel et al US -389,660 suggests at least one aperture in the 
interconnecting portion that could serve as indicia, for aethettcs, tor 
lightening purposes, or to increase flexibility to conform to a wire 
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Yamaguchi suggests placing at least three axially aligned apertures in an "interconnecting 
portion 11 in order to provide an ornamental and decorative appearance, and to further lighten the 
overall weight of the fastener. 

At the time of invention, it would have been obvious to one having an ordinary skill in 
the art, to place at least one aperture in the interconnecting portion taught by Vogel, as suggested 
by Mandrel et al., so as to 1) serve as lightening holes to reduce the weight of the part, 2) reduce 
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the amount of material used to make the part, 3) provide a means for viewing the wire through 
the interconnecting portion, 4) to increase the frictional gripping of a wire beneath the 
interconnecting portion, 5) provide an aesthetically pleasing appearance, and/or 6) to increase the 
flexibility of the middle area surrounding the wire so as to better conform to the wire profile 1 . 
The exact number of holes through the interconnecting portion has no significance other than 
aesthetic design choice , and it would be obvious in view of Vogel's disclosure that the exact 
number of holes through each foot portion could be varied depending on the desired holding 
power 3 . 

[13] Claims 6, 7, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Vogel 
v. Mandel et al. and Yamaguchi (as discussed above), in further view of Whalen US-2,522,656. 

Vogel v. Mandel et al. and Yamaguchi suggest all limitations in claims 1 and 16 as 
discussed above, but are silent as to an advantageous implementation of size indicia on the body. 

Whalen (col. 5 lines 13-28) suggests indicia (e.g., color) on a body to serve as a means 
for indicating the size of a staple, similar to Applicant. Other prior art of record 4 suggests indicia 
on a staple body rendering this limitation obvious. 



1 Vogel suggests a flexible material that is preferably lightweight, therefore providing continuity in motivation for 
placing lightening holes in the interconnecting portion. 

2 As evidenced by Yamaguchi US-4,720,260 col. 4 lines 56-59, which suggests that apertures on an interconnecting 
portion may be used to lighten the device and to give the device a more desirable appearance. 

3 On lines 1-4 on page 2 of Vogel, it states: "Of course I may vary the number of the prongs (herein "staples") as 
well as their proportions or arrangement or other features". 

4 e.g., US-6,671,185, US-5,414,991, US-2003/0057697, and US-2004/0126201. 
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It would have been obvious in view of Whalen's disclosure and the old and well known at 
the time the invention was made, to employ indicia on a staple body, in order to provide a means 
for representing fastener size. 

[14] Claims 1, 2, 3, 4, and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Larsen US-5,3 14,160 for the reasons 
outlined in the previous Office Action. 

In short, Larsen suggests a first foot portion having at least one and only one aperture 
(38) configured to receive a fastener, a second foot portion having at least a pair of apertures (18, 
20, 46) configured to receive one or more fasteners (22), and an interconnecting portion (23) 
configured to retain a wire. Any external portion of Larsen's device would broadly qualify as a 
"grip" as demonstrated in the figures. 

[15] Claims 1, 3, 4, 6-17, and 23-25 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Odegaard US-3,341,651. 

In short, Odegaard suggests a moldable body (10) having a first foot portion with at least 
one aperture or only one aperture (30,36,30) configured to receive a fastener (40), a second foot 
portion having at least a pair of apertures (28, 36, 38) configured to receive one or more fasteners 
(40), and an interconnecting portion between the two foot portions that is configured to retain a 
wire and which may have at least three apertures (36, 38, 38). Any external portion of 
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Odegaard's device would broadly qualify as a "grip" as demonstrated in the figures. Note that 
the apparatus comprises indicia 5 . 





wire in passage beneath 
the interconnecting portion ' 

f 
/ 

A 



apparatus recleves a wire through a 
"passage", and is configured to hold the 
wire to a mounting structure with the 
fastener not abutting the wire 



irst foot portion having at 
least one or "onty one" 
aperture for recieving a 
fastener 



interconnecting portion 
having at least three 
apertures 



second foot portion having at 
least a pair of apertures 
therethrough 



Conclusion 

[16] Applicant is encouraged to positively claim in more detail the special function and 
interaction of the apertures, indicia, and the correlation with fastener size and how the indicia are 
used with the staples. Applicant is also encouraged to more positively recite a kit, combination, 
and/or how the differently sized staples are located within the molded body with respect to the 
indicia, and the specific utility of having the specified combination of apertures. 



5 The US Patent Number inscribed in the drawings can be broadly construed as "indicia". 
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[17] Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Sharp whose telephone number is (571) 272-7074. The 
examiner can normally be reached on 5:30 am - 4:00 pm Mon-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J.J. Swann can be reached on (571) 272-7075. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



JAS 




Katherine Mitchell 
Primary Examiner 



